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REMARKS 

Entry of the foregoing and reconsideration of the subject application are respectfully 
requested in light of the amendments above and the comments which follow. 

Claims 1-9 were pending in this application. Claims 1-8 have been withdrawn froni 
consideration after a preliminary election in a telephone restriction. In this response, claim 9 has 
been amended and claims 10-20 added. The amendment to claim 9 merely inserts some 
grammatical structure to the claim. Claims 1-20 (claims 1-8 withdrawn) remain pending. 

Support for the foregoing amendments can be found, for example, in at least the 
following locations in the original disclosure: the original claims and the specification, page 6, 
lines 16-17, page 7, lines 3-8 and 16-20 and examples 1 and 9. 

ELECTION/RESTRICTION REQUIREMENT 

In response to the Restriction Requirement forwarded by the Official Action dated March 
27, 2006, Applicants hereby provisionally elect Group 2 (Claim 9), drawn to a method of making 
a carbonitride alloy, for prosecution in the above-identified application. This election is made 
with traverse. 

It is respectfully submitted that the subject matter of claims 1-9 is sufficiently related that 
a thorough search for the subject matter of any one group would necessarily encompass a search 
for the subject matter of the remaining groups. Thus, it is respectfully submitted that the search 
and examination of the entire application could be performed without serious burden. MPEP 
§803 clearly states "If the search and examination of an entire application can be made without 
serious burden, the Examiner must examine it on its merits, even though it includes claims to 
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distinct or independent inventions" (emphasis added). It is respectfully submitted that this policy 
should apply in the present application in order to avoid unnecessary delay and expense to 
Applicants in duphcative examination by the Patent Office. 

The Examiner is respectfully requested to reconsider and withdraw the Restriction 
Requirement and to examine claims 1-9 in this application. 

CLAIM REJECTIONS UNDER 35 U.S.C. §102 

Claim 9 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent 
No. 5,939,651 to Isobe et al. (hereafter "Isobe et al ") on the grounds set forth in paragraph 7 of 
the Official Action. This rejection is respectfully traversed. 

To establish a prima facie case of obviousness, the prior art references (or references 
when combined) must teach or suggest all of the claim limitations. See Li re Rovka , 490 F.2d 
981, 180 USPQ 580 (CCPA 1974). In addition, "all words in a claim must be considered in 
judging the patentability of that claim against the prior art. See In re Wilson, 424 F.2d 1382, 
1385; 165 USPQ 494, 496 (CCPA 1970). See M.P.E.P. § 2143.03. Here, a prima facie case of 
obviousness has not been established because at least some of the features of the claim are not 
disclosed, taught or suggested by the cited reference. 

For example, claim 9 recites mixing TiCxNi.x, x having a value if 0.46-0.70, NbC and 
WC. Isobe et al, discloses only TiCN (see, col. 6, line 7 and examples 1-4) and does not 
disclose, teach or suggest the claimed ratio of C and N. Also for example, claim 9 recites that 
sintering is in a N2-C0-Ar atmosphere. Isobe et al only discloses sintering in a nitrogen 
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atmosphere (see examples 1-4). In addition, claim 9 recites a grain size of 1-3 jam. However, 
Isobe et al is silent as to this feature. 

Finally, Applicants note that the present claim recites that "the sintering temperature and 
sintering time are chosen to give an amount of undissolved Ti(C,N) cores between 26 and 37 
vol% of the hard constituents." Isobe et al discloses a ratio of A/(A+B) between 0.3 and 0.8, 
where A "represents particles having the black parts 1 occupying areas of at least 30% of the 
overall particles" (col. 4, line 66-col. 5, line 1) and B "represents particles having the black parts 
1 occupying areas of less than 30% of the overall particles" (col. 5, lines 1-2). Thus, the ratio 
A/(A+B) does not directly compare to Applicants' claimed amount of undissolved Ti(C,N). 
Further, it is not clear if from the disclosure in Isobe et al that one of ordinary skill can 
determine the claimed feature from the Isobe et al disclosure. However, in view of the 
additional deficiencies noted above in Isobe et al. Applicants have not further pursued this 
aspect of Isobe et al at this time, but rather reserve the right to challenge Isobe et al in the 
future. 

Based on the above, it is respectfully asserted that a prima facie case of obviousness has 
not been established based on Isobe et al because the reference does not disclose, teach or 
suggest all of the features of claim 9. See MPEP § 2143. For at least this reason, the rejection 
should be withdrawn. 

Claim 9 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent 
No. 5,682,590 to Weinl et al. (hereafter "Weinl et al ") on the grounds set forth in paragraph 8 of 
the Official Action. This rejection is respectfully traversed. 
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To establish a prima facie case of obviousness, the prior art references (or references 
when combined) must teach or suggest all of the claim limitations. See In re Rovka, 490 F.2d 
981, 180 USPQ 580 (CCPA 1974). In addition, "all words in a claim must be considered in 
judging the patentability of that claim against the prior art. See In re Wilson, 424 F.2d 1382, 
1385; 165 USPQ 494, 496 (CCPA 1970). See M.P.E.P. § 2143.03. Here, a prima facie case of 
obviousness has not been established because at least some of the features of the claim are not 
disclosed, taught or suggested by the cited reference. 

For example, claim 9 recites that sintering is in a N2-C0-Ar atmosphere. Weinl et al, 
discloses sintering in vacuum (see, col. 3, line 34 and col. 5, line 10). Also, claim 9 recites a 
grain size of 1-3 \xm. However, Weinl et al is silent as to this feature. 

In addition, claim 9 recites mixing TiCxNux, x having a value if 0.46-0.70, NbC and WC. 
Weinl et al, discloses mixing (Ti,Ta)(C,N) (see, col. 4, line 8) and does not disclose, teach or 
suggest the claimed ratio of C and N. 

Finally, Applicants note that the present claim recites that "the sintering temperature and 
sintering time are chosen to give an amount of undissolved Ti(C,N) cores between 26 and 37 
vol% of the hard constituents." Weinl et al is completely silent as to the presence of undissolved 
Ti(C,N) cores, not to mention the claimed vol%. Further, because the claimed manufacturing 
method is different than that disclosed in Weinl et al, it is respectfully asserted that there is no 
basis to assert that such undissolved Ti(C,N) cores are inherent in Weinl et al However, in view 
of the additional deficiencies noted above in Weinl et al. Applicants have not further pursued 
this aspect of Weinl et al at the this time, but rather reserve the right to challenge Weinl et al in 
the future. 
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Based on the above, it is respectfully asserted that a prima facie case of obviousness has 
not been established based on Weinl et al because the reference does not disclose, teach or 
suggest all of the features of claim 9. See MPEP § 2143. For at least this reason, the rejection 
should be withdrawn. 

NEW CLAIMS 

New claims 10-20 have been added directed to additional features and combinations of 
Applicants' disclosed method. These claims depend from claim 9 and, therefore, distinguish 
over the cited references for at least the same reasons as discussed above with regard to claim 9. 
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CONCLUSION 

From the foregoing, further and fawable action in the form of a Notice of Allowance is 
earnestly solicited. Should the Examiner feel that any issues remain, it is requested that the 
undersigned be contacted so that any such issues may be adequately addressed and prosecution 
of the instant application expedited. 



Date: June 14, 2006 



CUSTOMER NO. 055694 
DRINKER, BIDDLE & REATH LLP 

1500 K Street, N.W., Suite 1 100 
Washington, D.C. 20005-1209 
Tel: (202) 842-8800 
Fax: (202) 204-0289 



Respectfully submitted, 

DRINKER, BIDDLE & REATH LLP 
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